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BANDSAW BLADE WJTH CUTTING 
EXTENSIONS 


Group Art Unit: 3724 


In re application of: 
WILLIAM GEORGE ALTON 


Serial No.: 10/008,820 


Piled: November 13, 2001 


Attorney Docket No. 287108-00001 


APPELLANT'S BRIEF ON APPEAL 


April 9, 2004 


Commissioner For Patents 


MAIL STOP APPEAL BRIEF - PATENTS 
P.O. Box 1450 
Alexandria, VA 22313^1450 

Dear Sir: 

This is an Appeal from the decision of the Examiner, dated November 11, 
2003, rejecting Claims 1-4, 15-17, and 19 and objecting to Claims 5, 8, 9, 12 and 18 
of the above-identified application. The claims are set forth in Appendix 1, which is 
attached hereto. Due to the specific nature of the issues involved in this Appeal, an 
Oral Hearing is not deemed necessary and is not requested. 


The real party in interest is the inventor, William George Alton. 

Related Appeals and Interferences 
There arc no other appeals or interferences known to Appellant or to Appellant's 
legal representative which will directly affect, be directly affected by, or have a bearing 
on the Board's decision in the pending appeal. Appellant has, however, petitioned the 
Commissioner to withdraw the restriction requirement. 
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Status of the Claims 

Claims 1-4 stand rejected under 35 U-S.C. § 102(e) as being anticipated by 
Tsujimoto (U.S. Patent No. D438,549). 

Claim 1 5 stands rejected under 35 U-S.C. § 103(a) as being unpatentable over 
Tsujimoto in view of Kullman (U.S. Patent No. 5,477,763). 

Claims 16, 17 and 19 stand rejected under 35 U.S.C § 103(a) as being 
unpatentable over Tsujimoto in view of Kullman as applied to Claim 1 5, and further in 
view of Stoddard (U.S. Patent No. 5,606,900). 

Claims 5, 8, 9, 12 and 18 stand objected to as being dependent upon a rejected 

base claim. 

Status of the Ame ndments 
There are currently no amendments to the pending claims. The claims as they 
stand on Appeal are contained in the Appendix 1 to this Brief. 

The Invention 

The present invention provides a bandsaw blade having un-set teeth, each 
tooth having a cutting extension. The cutting extension extends beyond the height of 
the tooth body. An individual cutting extension has a width less than the width of the 
tooth body, but the total width of the cutting extensions in a group of teeth is the same 
as, or greater than, the width of the teeth- The cutting extensions are positioned on the 
teeth in a group so that outer edges of the one cutting extension are generally aligned 
with the outer edge of a cutting extension on another tooth or aligned with the outer 
edge of the tooth. Thus, the centerline of each cutting extensions is not aligned with 
another cutting extension in the group. As used herein, "aligned" means aligned as 
viewed along the longitudinal axis of the bandsaw blade. 

Preferably, the cutting extensions within a group are each the same width, e.g., 
7 the width of the tooth. The cutting extensions within a group of teeth are 
positioned so that each tooth is located over a different portion of each tooth in the 
group. Thus, in a three-tooth group, each extension is ? the width oflhe tooth. One 
extension is located over the left most third of one tooth, a second extension is located 
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over the center third of another tooth, and a third extension is located over the right 
third of the remaining tooth. Generally, if there are "n" teeth in a group, each tooth 
has an extension that is 1/nth the width of the tooth. 

Alternatively, a single tooth may have more than one extension so long as the 
total width of the sum of the widths of the extensions is generally equal to or greater 
than the width of the tooth body. For example, in a two-tooth group, the first tooth 
may have a centrally located extension that is Vz the width of the tooth body. The 
second tooth in the group has two extensions, each being about % the width of the 
tooth body, wherein each extension is located adjacent to the outer edges of the tooth. 
Thus, the total width of the extensions, '/* + % + 'A is about the same as the width of 
the tooth and the extensions are not aligned with each other. As such, in either 
embodiment, the cutting load on each tooth is about the same. 

Issues Presented 

1 . Whether the Appellant's invention as claimed in Claims 1 -4 is 

anticipated by Tsujimoto - 

2. Whether the Appellant's invention as claimed in Claim 1 5 is 
unpatentable over Tsujimoto in view oiKullman. 

3. Whether the Appellant's invention as claimed in Claims 16, 17 and 19 
is unpatentable over Tsujimoto in view of Kullman as applied to Claim 15, and further 
in view of Stoddard. 

Grouping of Claims 

Claims 1 and 15 each stand separately. Claims 2-4 stand or fell with Claim L 
Claims 16-19 stand or fall with Claim 15. 

Argument 

riflim* 1-4: Rejected Under 35 U.S.C . S I02fe) 

Claims 1-4 stand rejected under 35 U.S-C § 102(e) as being anticipated by 
Tsujimoto (U.S. Patent No. D438,549). Initially, the difference between set teeth and 
unset teeth must be understood. "Set" is defined as "to bend slightly the tooth points 
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of (a saw) alternately in opposite directions." See, Merriam-Websier Online 
Dictionary at http://ww.m-w.coin/cgi-bin/dictionary?book=Dictionary&va= 
set&x=l7&y=14 (attached as Appendix 2). Teeth are set to resist binding in the 
channel. That is, by virtue of the teeth being bent in different directions, the channel 
is wider than the teeth. Conversely, an unset tooth is not benl. Instead, unset teeth 
utilize different shapes, see, Kullman, U.S. Patent No. 5,477,763 (discussed below), 
so that each tooth in a group impacts a different portion of the cut channel. 

Tsujimoto discloses a band saw blade having a plurality of set teeth. That is, 
as shown in Figure 2, the teeth are hent to one side, or the other, of the centerline. 
Tsujimoto further discloses a blade having teeth that include a cutting surface 
extending from the back edge of the tooth as opposed to the front edge as is more 
typical. It is Appellant's belief that tins is the structure the Examiner considers an 
"extension." The cutting edge extends across the entire width of the toolh. 
As stated in MPEP §2131: 

A claim is anticipated only if each and every element as set forth in 
the claim is found, either expressly or inherently described, in a 
single prior art reference.... The identical invention must be shown 
in as complete detail as is contained in the ... claim. 

Id. (citing Verdigaal Brothers v. Union Oil Company of California, 814 F.2d 628, 631 
(Fed. Cir. 1987) and Richardson v. Suzuki Motor Company, 868 F.2d 1226, 1236, 
(Fed. Cir. 1989)). In the present application, it is noted that an "individual cutting 
extension has a width less than the width of the tooth body." Application at page 3, 
lines 24-25. Moreover, claim 1 recites "a plurality of unset teeth." Given that 
Tsujimoto discloses neither cutting extension having a width less than the width of the 
tooth body nor an unset tooth, it is respectfully submitted that upon reading the 
Tsujimoto disclosure, one skilled in the art would not consider a device having the 
elements of the claimed invention. 

Independent claim 1 reciLes a saw blade having a plurality of unset teeth 
wherein at least some of the teeth have a cutting extension- As this reference does not 
disclose these elements, the rejection of claim 1 under 35 U.S.C. § 1 02(e) is in error. 

Claim 2 which depends from claim 1, further recites that the sum of the widths 


i 
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of the cutting extensions is about equa) to the width of the teeth bodies. Given that a 
single "extension" on the teeth of the cited reference is equal to the width of the tooth 
body, the sum of the widths of the "extensions" would be greater than the width of the 
teeth! Accordingly, this reference does not disclose the elements recited in claim 2 
and the rejection of claim 2 under 35 U.S.C- § 102(e) is in error. 

Claims 3 and 4 depend from claim 2 and rely on their dependency for 

patenability. 

Claim 15: Reacted Under ^ 1 1-S-C. $ 103(a) 

Claim 15 stands rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Tsujimoto in view of Kullman (U.S. Patent No. 5,477,763). Tsujimoto is discussed 
above. Kullmann et al. discloses a bandsaw having unset teeth wherein the teeth do 
not have a uniform height. That is, there are teeth having a greater height and a 
narrower wjdlh and teeth having a greater width and a lower height. There are teeth 
with various heights/widths between the two extremes. Every alternate tooth has the 
lowest height and the greatest width. 

Because Tsujimoto discloses a blade having set teeth, one skilled in the art 
would not consider combining Tsujimoto with Kullman which utilizes onset teeth. 
That is, one skilled in the art would realize that there is no advantage to having teeth 
having various heights/widths which are also set to one side or the other. Moreover, 
as stated in, In re Geiger, 815 F.2d 686, 2 U.S.PQ.2d 1276 (Fed. Cir. 1987), 
"obviousness cannot be established by combining teachings of the prior art to produce 
the claimed invention, absent some teaching, suggestion, or incentive supporting 
combination" {emphasis added) (attached as appendix 3). Put another way, "the mere 
fact that disclosures or teachings of the prior art can be retrospectively combined for 
the purpose of evaluating obviousness/nonobviousness issue docs not make the 
combination set forth in the invention obvious, unless the art also suggested the 
desirability of the combination ...» Rite-Hite Corp. v Kelly Co., 629 F.Supp. 1042, 
231 U.S.P.Q. 161,(attached as appendix 4)^819 F.2d 1120, 2 U.S.P.Q.2d 1915 
(E.D. Wis. 1986) (emphasis added). Similarly, the court in,/« re Vaeck, 947 F.2d 
488, 20 U.S.P.Q.2d 1438 (Fed. Cir. 1991), stated that "both the suggestion [to make 
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the claimed apparatus] and the reasonable expectation of success must be found in (he 
prior art, not in the Applicants' disclosure" (attached as appendix 5). 

Here, there is no suggestion that the cited references should be combined. In 
fact, as noted above, the teachings of the references teach away from each other. The 
Tsujimoto reference teaches set teeth. This is in direct opposition to KuUman which 
teaches unset teeth. To introduce bent teeth of Tsujimoto would defeat the purpose of 
the KuUman teeth having various heights/widths. As such the combination of these 
references would not be obvious to one skilled in the art. 

glaiias 16. 17 a™l 19- Rejected ITnder 35 1J.S.C, § 103(a) 

Claims 16, 17 and 19 stand rejected under 35 U-S.C. § 103(a) as being 
unpatentable over Tsujimoto in view of KuUman as applied to Claim 15, and further in 
view of Stoddard (U.S. Patent No. 5,606,900). Tsujimoto and KuUman are discussed 
above. Stoddard discloses a blade having set teeth followed by a raker tootb. The 
raker tooth is structured to clean the cut channel between sets of cutting teedi. As 
before, there is no teaching, suggestion, or incentive supporting combination 
supporting the combination of ihese references. Moreover, for the reasons stated 
above, one skilled in the art would not combine a blade have set teeth with a blade 
having unset teeth. Accordingly, the rejection of claims 1 6, 1 7, and 1 9 under 35 
U.S.C § 103(a) is improper. 

• Conclusion 

It is submitted that Claims 1^ are not anticipated by Tsujimoto. It is further 
submitted that Claim 15 patentable over Tsujimoto in view of KuUman. Is further 
submitted that Claims 1 6, 17 and 19 are patentable over Tsujimoto in view of KuUman 
and further in view of Stoddard. Therefore, it is requested that the Board reverse the 
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Examiner's rejections of Claims 1-5, 8, 9, 12, and 15-19 and remand the application to 


the Examiner for the issuance of a Notice of Allowance. 


Respectfully submitted, 



David C. Jenkjucjp*^ 
Registration No. 42,691 
Eckert Seamans Cherin & Mellott, LLC 
600 Grant Street, 44th Floor 
Pittsburgh, PA 15219 
(412) 566-1253 
Attorney for Appellant 
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1 . A saw blade comprising: 

a bandsaw body having a centerline; 

a plurality of unset teeLh disposed on said band body, each tooth having a body 
with two outer sides defining a width, and a uniform height; 

at least some of said tectbhaving a cutting extension extending above said 

tooth hody height; and 

each said cutting extension having two outer sides, said two outer sides 

defining the widtb of said extension. 

2. The saw blade of Claim 1 , wherein: 

said teeth are disposed on said bandsaw body in groups; 

each tooth in a group having a cutting extension which does not have a portion 
of the cutting extension substantially aligned with another cutting extension in the 
group; and 

wherein within each said group, the sum of the widths of said cutting 
extensions is about equal to the width of the teeth bodies. 

3. The saw blade of Claim 2, wherein within a said group of teeth, each 
said cutting extension outer side generally aligns with die outer side of the tooth body 
or with an outer side of an extension on another tooth within the group. 

4. The saw blade of Claim 2, wherein within a said group of teeth, each 
said cutting extension being generally about the same width. 

5. The saw blade 0 f Claim 3 , wherein: 

each said group of teeth includes a plurality of cutting teeth; 
each said cutting to6th having a cutting extension; 

each cutting extension having a width that is about equal to the width of (lie 
tooth body divided by the number of cutting teeth in the group. 

S. The saw blade of Claim 5, wherein: 

Appendix 1 
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said group has four cutting teeth including a first tooth, a second tooth, a third 

tooth, and a fourth tooth; 

each said cutting tooth having a cutting extension with a width that is about 

one fourth the width of each said tooth body; 

said first tooth cutting extension disposed with one outer side aligned with said 
bandsaw body centerline and said extension extending toward one tooth body outer 
side; 

said second tooth cutting extension disposed with one outer side aligned with 
said bandsaw body centerline and said extension extending toward tbe tooth body 
outer side opposite the tooth body side said first cutting extension extends toward; 

said third tooth cutting extension having an outer side aligned with the one 
outer side of said tooth body and an outer side aligned with an outer side of said first 
tooth cutting extension; and 

said fourth tooth cutting extension having an outer side aligned with the outer 
side of said tooth body opposite the tooth body outer side aligned with said third tooth 
cutting extension, and an outer side aligned with an outer side of said second tooth 
cutting extension. 

9. The saw blade of Claim 8, wherein said group having four cutting teeth 
includes a fifth tooth that is a raker tooth. 

12. The saw blade of Claim 3, wherein: 

each said group of teeth includes a plurality of cutting teeth; 

each said cutting Looth having one or more cutting extensions; and 

wherein the sum of the widths of said one or more cutting extensions on each 

tooth having cutting extensions is about equal to the width of the tooth body divided 

by the number of cutting teeth in the group. 

1 5. The saw blade of claim 2 wherein: 
said each groups comprise a plurality of said teeth; and 
one or more groups have a different number of teeth than other said groups. 

Appendix 1 
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1 6. The saw blade of claim 1 5 wherein at least two groups arc separated by 


1 7. The saw blade of Claim 16, wherein within a said group of teeth, each 


. or with the outer side of an extension on another tooth within the group. 

\ 8. The saw blade of Claim 1 7, wherein: 

each said group of teeth includes a plurality of cutting teeth; 

each said cutting tooth having one or more cutting extensions; and 

wherein the sum of the widths of said one or more cutting extensions on each 

tooth having cutting extensions is about equal to the width of the tooth body divided 

by the number of cutting teeth in the group. 

19. The saw blade of Claim 17, wherein within a said group of teeth, each 
said cutting extension has about the same width. 


a raker tooth. 


said cutting extension outer side generally aligns with the outer side of the 
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Merriam- Webster Online Dictionary 


35 entries found for set. The first 10 are listed below. 

To select an entry, click on it For more results, click here. 


sel[1 r verb] 

set(2,noun] 

set(3, adjective] 

dresser set 

hard-set 

jet set 



Main Entry: 1 set 4% 
Pronunciation: 'set 
Function: verb 

Inflected Fonn(s): set; set-ting 

Etymology: Middle English setten, from Old English settan; 
akin to Old High German sezzen to set, Old English sittan to 
sit 

transitive senses 

1 ; to cause to sit : place in or on a seat 

2 a : to put (a fowl) on eggs to hatch them b ; to put (eggs) 
for hatching under a fowl or into an incubator 

3 : to place (oneself) in position to start running in a race 

4 a : to place with care or deliberate purpose and with 
relative stability <set a ladder against the wall> <se£ a stone 
on the grave> b : TRANSPLANT 1 <set seedlings> c (1) : to 
make (as a trap) ready to catch prey (2) : to fix (a hook) 
firmly into the jaw of a fish d ; to put aside (as dough 
containing yeast) for fermenting 

5 : to direct with fixed attention <set your mind to it> 

6 a : to cause to assume a specified condition, relation, or 
occupation <slaves were set £ree> <sel the house on fire> b : 
to cause the start of <set a fire> 

7 a : to appoint or assign to an office or duty b : POST, 

STATION 

8 : to cause to assume a specified posture or position <set 
the door ajar> 

9 a : to fix as a distinguishing imprint, sign, or appearance 
<thc years have set their mark on him> b : affix c : APPLY 
<set a match to kindling> 

10 ; to fix or decide on as a time, limit, or regulation : 
PRES CRIBE <set a wedding day> <set the rules for the 
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M'erriam- Webster Online ■ . 

game> 

11a: reestablish as the highest level or best performance 
<set a record for the half mile> b ; to fumi $h as a pattern or 
" model <set an example of generosity> c : to allot as a task 
<setting lessons for the children to work upon at home — 
Manch ester Examinef> 

12 a : to adjust (a device and especially a measuring device) 
to a desired position <set the alarm for 7:00> <set a 
thermostat at 68>; also : to adjust (as a clock) in conformity 
with a standard b : to restore to normal position or 
connection when dislocated or fractured <set a broken 

^ bone> c : to spread to the wind <set the sails> 

13 a : to put in order for use <set a place for a guest> b ; to 
make scenicatly ready for a performance <set the stage> c 
(1) : to arrange (type) for printing <set type by hand> (2) : 
to put into type or its equivalent (as on film) <set the first 
word in italic> 

14 a : to put a fine edge on by grinding or honing <set a 
razor> b ! to bend slightly the tooth points of (a saw) 
alternately in opposite directions c : to sink (the head of a 
nail) below the surface 

15 : to fix in a desired position (as by heating or stretching) 

16 : to arrange (hair) in a desired style by using implements 
(as curlers, rollers, or clips) and gels or lotions 

17 a : to adorn with something affixed or infixed : §xyi>, 
jxrr <clear sky set with stars> b : to fix (as a precious 
stone) in a border of metal : place in a setting 

18 a : to hold something in regard or esteem at the rate of 
<sets a great deal by daily exercise> b : to place in a relative 
rank or category <set duty before pleasured c : lo fix at a 
certain amount <set bail at $500> <l : VALUE, RAXE <tbeir 
promises were set at naught> e : to place as an estimate of 
worth <set a high value on life> 

19 : to place in relation for comparison or balance <theory 
set against practice> 

20 a ; to direct to action b : to incite to atlack or antagonism 
<war sets brother against brother> 

21 a : to place by transporting <was set ashore on the 
island> b : to put in motion c : to put and fix in a direction 
<set our faces toward home once more> d of a dog i to point 
out the position of (game) by holding a fixed attitude 

22 ; to defeat (an opponent or a contract) in bridge 

23 a : to fix firmly : make immobile : give rigid form or 
condition to <set her jaw in determinaiion> b : to make 
unyielding or obstinate 

24 : to cause lo become firm or solid <set milk for cheese> 

25 : to cause (as fruit) to develop 
intransitive senses 

1 chiefly dialect : SH 

2 : to be becoming : be suitable : &T <the coat sets well> 

3 : to cover and warm eggs to hatch them 

http://www.m-w.coin/cgi-birJ 4/9/2004 
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